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DETAILED ACTION 

1 . Claims 31-77 are pending in this application; claims 31 , 42, 50, and 62 
independent. 

Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



Claims 21-49 of Patent Application no. 09/558,924 contains every element of 
claims 31-77 of the instant application and as such anticipates claims 31-77 of the 
instant application. 



3. A Notice of Allowance has been mailed out in the '924 case, and therefore the 
rejection is no longer a provisional rejection under MPEP 804. A proper response to 
this rejection is hereby requested. 
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4. "A later patent claim is not patentably distinct from an earlier patent claim if the 
later claim is obvious over, or anticipated by, the earlier claim. In re Lonqi . 759 F.2d at 
896, 225 USPQ at 651 (affirming a holding of obviousness-type double patenting 
because the claims at issue were obvious over claims in four prior art patents); In re 
Berg, 140 F.3d at 1437, 46 USPQ2d at 1233 (Fed. Cir. 1998) (affirming a holding of 
obviousness-type double patenting where a patent application claim to a genus is 
anticipated by a patent claim to a species within that genus)." ELI LILLY AND 
COMPANY v BARR LABORATORIES, INC., United States Court of Appeals for the 
Federal Court, ON PETITION FOR REHEARING EN BANC (DECIDED: May 30, 2001). 

Claim Rejections - 35 USC § 101 

5. The rejection under this statute has been withdrawn. 

Claim Rejections - 35 USC §112 

6. The rejection under this statute has been withdrawn. 

Claim Rejections - 35 USC § 103 

7. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 
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8. Claims 31-77 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wolfe (USPN 6,006,252) in view of Ko et al. (USPN 6,292,185) (hereinafter Ko). 

9. Referring to claim 31 , Wolfe discloses a method for presenting Internet content to 
a user of a computing device, comprising: 

retrieving without the use of a Web browser, a first internet content (i.e. 
supplemental content) that is programmed in a format readable by a web browser 
program (Figures 13, 14, 16, and 19; col. 8, lines 30-65); and 

rendering the first internet content to provide a visual manifestation of the first 
internet content on an output means of the computing device, wherein the visual 
manifestation of the first internet content is not confined by a window of a Web browser 
program (i.e. program 1535 displays the information, and therefore does not utilize the 
browser to render the supplemental information, and therefore the supplemental 
information cannot be confined by the web browser program), the internet content is 
rendered independently from a web browser program (i.e. program 1535 renders the 
supplemental content independently from the web browser 1530) (col. 8, lines 30-48). 

Wolfe does not specifically disclose that the supplemental information contains a 
definition of a frame for the visual manifestation. In analogous art, Ko discloses another 
method for presenting internet content which includes defining how a GUI will be 
tailored in the web page (e.g. abstract; Figure 2; col. 5, lines 7-30). It would have been 
obvious to one of ordinary skill in the art to combine the teaching of Ko with Wolfe in 
order to allow the supplemental content to tailor program 1535 window with respect to 
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the advertisement, thereby allowing a user to further distinguish their advertisement 
from another, and allowing a supplemental content provider to customize the 
appearance of a graphical web page free from the constraints of the browser as 
supported by Ko (col. 1, lines 45-50). 

10. Referring to claim 32, it is inherent that the definition of the frame is programmed 
in a format readable by a web browser program since if it is displayed by the web 
browser program it inherently must be programmed in a way such that the program is 
able to read the definition of the frame. 

1 1 Referring to claims 33 and 34, Wolfe discloses the invention substantively as 
described in claims 31 and 32. Since claims 33 and 34 defines a second visual 
manifestation exactly the same as claims 31 and 32, and Wolfe discloses that multiple 
supplemental information windows can be rendered simultaneously (Figure 39; col. 18, 
lines 26-40), Wolfe clearly discloses the use of a second visual manifestation. 

12. Referring to claim 37, Wolfe-Ko discloses the Internet content comprises 
JavaScript (Ko: col. 7, lines 60-67). 

13. Referring to claim 42, Wolfe discloses the invention substantively as described in 
the claims listed above. Wolfe furthermore discloses a second visual manifestation of a 
frame through which the first visual manifestation is presented (the supplemental 
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information can rotate on a timewise basis (Figure 26a and related portions of the 
disclosure). 

14. Referring to claim 43, Wolfe discloses the receiving step comprises receiving the 
internet content from the web (Figure 2, ref. 253). 

15. Referring to claim 44, Furst discloses the receiving step comprises retrieving the 
internet content from a memory of the computing device (it is understood that the web 
page must be stored in memory before it can be rendered) (Figure 2). 

16. Claim 46 is rejected for similar reasons as stated above. 

17. Claims 50-77 are rejected for similar reasons as stated above since all limitations 
taught by the newly added claims are either expressly taught or implied by Wolfe and 
Ko. Furthermore it has been held obvious to make combined components separable. 
See Nerwin v. Erlichman 168 USPQ 177 (1969). 

1 8. Referring to claims 35 36, and 45, Wolfe-Ko discloses the invention substantively 
as described in claim 31 . Wolfe-Ko does not specify that the internet content comprises 
XML codes and XML tags for the frame definition. However it is well known that XML 
code is commonly downloaded over the Internet (i.e. web pages) and that in defining 
the frames of these web pages, XML tags are used in order to correctly define the 
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frame. By this rationale it would have been obvious to one of ordinary skill in the art to 
include XML tags to the system of Wolfe-Ko to provide a more robust method of coding 
the icons and window bars associated with the invention, thereby allowing another 
method to provide third parties to code applications easily. 

1 9. Referring to claims 38, Wolfe-Ko discloses the invention substantively as 
described above. Wolfe-Ko does not specifically disclose that JavaScript tags are used 
to define the frame of the window and bar, yet Ko does disclose that JavaScript can be 
used instead of VBScripting (see rejections above). However it is well known that 
JavaScript has the capability of defining a frame for the tool and one of ordinary skill in 
the art would find it obvious to do so. By this rationale it would have been obvious to 
one of ordinary skill in the art to include JavaScript tags in the code in order to provide a 
more robust method of coding the icons and windows and a bar in order to provide a 
language in which many browsers understand, thereby increasing the accessibility of 
the invention. 

20. Referring to claims 39-41 and 47-49, Wolfe-Ko discloses the invention 
substantively as described in claim 31. Wolfe-Ko does not disclose that the Internet 
content includes creating a media player, a calculator or accessing streaming media. 
However these functions are well known to exist and one of ordinary skill in the art (i.e. 
calculation applets are prevalent on the web, media players can be inserted into web 
browsers, which would stream media from servers) would find it obvious to be able to 
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encode a visual manifestation of these applications in order to provide the viewing 
public a copy of the application, thereby increasing the knowledge of the general public. 

Response to Arguments 

21 Applicant's argue, in substance, that (1) Wolfe does not disclose the addressed 
content is acquired independently of the web browser program, and (2) the Examiner is 
confusing statutory and non-statutory double patenting, because the invention in '924 is 
directed to a different invention than the instant invention. 

22. As to point (1), Applicant is incorrect. Applicant is directed to Wolfe: col. 8, lines 
50-65 which state that the programs 1525 or 1535 (which are completely independent of 
the Web browser) to access the network connection or stack directly in order to analyze 
the information or packets passed over the network in order to decode the necessary 
information needed to present to the user. This clearly demonstrates that Wolfe 
discloses obtaining information independently from the Web browser, since the program 
is able to access the network connection without any interaction from the Web browser 
whatsoever in order to render the supplemental information to the user. By this 
rationale, the rejection is maintained. 

23. As to point (2), Applicant is incorrect. Applicant is invited to review In re 
Goodman which explains the rationale behind anticipatory double patenting rejections. 
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If the limitations of the present invention are encompassed by the claims of the other 
patent, then the other patent anticipates the present invention. The '924 application 
discloses obtaining without a web browser content readable by a web browser, the 
content contains a definition of the frame, etc (see claims in related '924 application). 
Each and every limitation of the present claim can be found in the claims in '924, and 
therefore the instant application is not patently distinct from the earlier allowed claims. 
By this rationale, the rejection is maintained. 

Conclusion 

24. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

25. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph E. Avellino whose telephone number is (571) 
272-3905. The examiner can normally be reached on Monday-Friday 7:00-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David A. Wiley can be reached on (571) 272-3923. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system^call 800-^86-9199 (IN USA OR CANADA) or 571-272-1000. 

/efseph E. Avellino, Examiner 
August 13, 2007 



